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DETAILED ACTION 
Claim Objections 

1 . Claims 4, 6, and 1 0-12 are objected to because of the following infonnalities: 
claims 4 and 6. "ZSM5" should be "ZSM-5"; claims 10-12, "Acatalyst" should be "A 
catalyst". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 5 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being — 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

4. The parenthetical expressions render the claims indefinite because it is not clear 

if these limitations are required by the claims, rendering the scope of the claims unclear?- 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sate in this country, more than one year prior to the date of application for patent in the United 
states. 

6. Claims 1-6, 9-1 1 , and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nakatsuji et al. 
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Nakatsuji et al. (US 5.733,837) discloses a catalyst composition useful in the 
reduction of nitrogen oxides emitted from automobile engines. The catalyst composition 
comprises a solid acid carrier supporting cerium oxide and at least one metal such as 
platinum, palladium, tin, and zirconium (column 2. lines 1-15 and column 3, lines 30-55). 
It is taught that suitable acid carriers include zeolites such as ZSM-5 having a silica to 
alumina molar ratio of 13-40 which have been ion exchanged with cerium (column 2, 
lines 25-55). It is taught that the cerium oxide is supported by impregnation, followed by 
ion exchange with the additional metal (column 4, lines 25-35). The amounts of 
materials taught by the reference would meet the instantly claimed amounts. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Nakatsuji et al. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. — - 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakatsuji et al. as applied above for claims 1-6, 9-11, and 13. 

The teachings of Nakatsuji et al. are as described above for claims 1-6, 9-1 1 , and 



13. 
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The difference between the reference and the claims is that the reference 
does not specifically disclose the claimed combination of metals, i.e. Pt or Pd with Sn or 
Zr. However, the reference does suggest that more than one metal can be used. It — 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have used a combination of metals, including those required by the instant 
claims, because combining two or more materials for the same purpose to form a third 
material that is to be used for the same purpose has been held to be a prima facie case- 
of obviousness. In re Kerkhoven, 205 USPQ 1069. 

Claim Rejections - 35 USC § 102/103 

9. Claim 12 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
altemative, under 35 U.S.C. 103(a) as obvious over Nakatsuji et al. 

Nakatsuji et al. (US 5,733,837) discloses a catalyst composition comprising a 
cenum exchanged and cerium impregnated zeolite which further contains platinum or 
palladium. Refer to columns 2-4. 

The disclosed product and the instantly claimed product appear to be essentially 
the same, comprised of the same components, and used in the same manner. In the 
event any differences can be shown for the product of the product-by-process claim 12 
as opposed to the product taught by the prior art, such differences would have been 
obvious to one of ordinary skill in the art as a routine modification of the product in the 
absence of a showing of unexpected results. See In re Thorpe, 227 USPQ 964 (Fed. 
Cir. 1985). Also, when the examiner has found a substantially similar product as In the 
applied prior art, the burden of proof is shifted to applicant to establish that their product 
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is patentably distinct and not the examiner to show the same process of making. In re 
Brown, 173 USPQ 685 and In re Fessmann, 180 USPQ 324. 



1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Johnson whose telephone number is (571) 
272-1 1 76. The examiner can normally be reached on Monday-Friday, 7:30-5, with 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 ) 272-1 1 71 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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